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Office Action Summary 



Application No. 
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Morrow et al 



Examiner 



M. Chambers 



Group Art Unit 
3711 




(3 Responsive to communication(s) filed on Sep 7. 1999 



□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qugj#§35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claim 

B Claim(s) 1-74 



is/are pending in the applicat 



Of the above, claim(s) 
□ Claim(s) 



(8 Claim(s) 1-74 

□ Ciaim(s) 

□ Claims 



is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved disapproved. 

□ The specification is objected to by the Examiner. 

B The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All GiBome* 05)one of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attach ment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statements), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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This Office Action js a response 

| Number j Name ] Date j Claims ~j~ Independent Claims j 
j- j_ r r j_ ] 

j 09J74804 j _Morrowetal j 10/19/98 j 74 | 5 j 

_______ 

1 . Applicant is advised that the Notice of Allowance mailed 6/22/99 is vacated. If the issue 
fee has already been paid, applicant may request a refund or request that the fee be credited to a 
deposit account. However, applicant may wait until the application is either found allowable or 
held abandoned. If allowed, upon receipt of a new Notice of Allowance, applicant may request 
that the previously submitted issue fee be applied. If abandoned, applicant may request refund or 
credit to a Deposit Account. 

Priority 

2. An application in which the benefits of an earlier application are desired must contain a 
specific reference to the prior application(s) in the first sentence of the specification (37 

CFR 1.78). Note: This reference must contain the title, date and the relationship of the 
application. It would appear this application would be a continuation- in- part. 

Oath/Declaration 

3. The reissue application declaration is defective in that it fails to specifically point out what 
type of priority is claimed. Applicant has also added 17 additional claims to the original patent. 
The statement of errors is insufficient. Applicant should note what the defect in the original 
patent was and how it affects the viability of the patent, why the original application failed to 
include the claim in the original patent and where support for the claim is found in the 
specification. 
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set forth above. See 37 CFR 1.175. The nature of the defect(s) in the declaration is set forth in 
the discussion above in this Office action. 



4. Examiner Notes in order to speed up the design patent application, applicant asserted 
infringement activity was occurring. Such infringement activity may provide art that is material 
for limitations not set forth in the design application Examiner requests applicant provide 
additional information on the infringement activity such as catalogs, sales information or court 
documents concerning this infringement activity or any other additional art which may be 
pertinent to this application. 



5. A rejection based on double patenting of the "same invention" type finds its support in the 
language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and useful 
process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same invention," 
in this context, means an invention drawn to identical subject matter. See Miller v. Eagle Mfg. 
Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by canceling 

or amending the conflicting claims so they are no longer coextensive in scope. The filing of a 
terminal disclaimer cannot overcome a double patenting rejection based upon 35 U.S.C. 101. 

6. Claims 1-57 of Application No. 091 74804. are provisionally rejected under 35 
U.S.C J 01 as claiming the same invention as that of claims of co-pending Application No. 
09123925 This is a provisional double patenting rejection since the conflicting claims have not 
in fact been patented. 



Specification 



Double Patenting 



• 



* 



November 11, 1999 



Page Number 4 



Reissue Applications 



7, Applicant is reminded of the continuing obligation under 37 CFR 1.56 to timely apprise 
the Office of any litigation information, or other prior or concurrent proceeding, involving Patent 
No, 5,568,925 , which is material to patentability of the claims under consideration in this reissue 
application. This obligation rests with each individual associated with the filing and prosecution 
of this application for reissue. See MPEP §§ 1404, 1442.01 and 1442.04. 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Michael Chambers whose telephone number is (703) 306-5516. The examiner can 
normally be reached on Mon.-Fri. from 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jeanette E. Chapman, can be reached on (703) 308-1310. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 308-7768. 
Any inquiry of a general nature or relating to the status of this application or proceeding should be 
directed to the receptionist whose telephone number is (703) 308-1078. 



In order to reduce pendency and avoid potential delays, TC3700 is encouraging FAXing of 
responses to Office Actions directly into the group at (703) 305-3579. This practice may be used 
for filing papers not requiring a fee. It may also be used for filing papers which require a fee by 
applicants who authorize charges to a PTO deposit account, Please identify the examiner, art unit 
and case number at the top of your cover sheet. Papers submitted via FAX into TC3700 will be 
promptly forwarded to the examiner. 



Conclusion 



Faxing of Responses to Office Actions 



